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Opi ni on by Hohein, Adm nistrative Trademark Judge:

SI CAN Gessel schaft far Silizium Anwendungen und
CAD/ CAT Ni eder sachsen nbH has filed applications to register the

term " Desi gnCbj ects” for "conputer prograns for the recording,
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processi ng, transm ssion or reproduction of sound or inages;
data processing equi pnent, nanely, audi o decoders;
sem conductors; data processing conputer prograns; [and]
conputer program|library nodules for digital signal processing,
digital imge processing and broad band comruni cation” in
| nternational Cass 9' and "conputer software design services,
nanmel y designing conputer programlibrary nodul es; [and] design
of electronic devices for use in conjunction with conputer
program | ibrary nodul es" in International C ass 42.72

Regi stration in each instance has been finally refused
under Section 2(e)(1l) of the Trademark Act, 15 U. S. C
81052(e)(1), on the basis that, when used in connection with
applicant's goods and services, the term "DesignCbjects” is
nerely descriptive of them |In addition, in the case of
applicant's service mark application, registration has been
finally refused under Sections 1(a)(1l) and 45 of the Trademark

Act, 15 U.S. C. 881051(a)(1) and 1127, on the ground that the

! Ser. No. 75/188,281, filed on Cctober 28, 1996, based upon an

all egation of a bona fide intention to use such termin comrerce. By
an anendment to allege use, filed on January 23, 1998, the application
was anmended to claimdates of first use anywhere and in conmerce of
Decenber 1996.

2 Ser. No. 75/188,288, filed on Cctober 28, 1996, based upon an

all egation of a bona fide intention to use such termin comerce. By
an amendnment to allege use, filed on January 23, 1998, the application
was anended to claimdates of first use anywhere and in conmerce of
Decenber 1996.
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speci nens are unaccept abl e because they do not show use of the
term "Desi gnQbj ects” as a service mark for the recited services.

Applicant, in each instance, has appealed. Briefs
have been filed and an oral hearing was held. Because the issue
of nmere descriptiveness in each case is substantially the sane,
the appeals are being treated in a single opinion. W affirm
the refusals to register

Turning first to the refusals on the basis of nere
descriptiveness, it is well settled that a termis considered to
be nerely descriptive of goods or services, within the neaning
of Section 2(e)(1l) of the Trademark Act, if it forthwith conveys
i nformation concerning any significant ingredient, quality,
characteristic, feature, function, purpose, subject matter or
use of the goods or services. See, e.g., In re Guulay, 820 F.2d
1216, 3 USPQ2d 1009 (Fed. Cir. 1987) and In re Abcor Devel opnent
Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA 1978). It is
not necessary that a termdescribe all of the properties or
functions of the goods or services in order for it to be
considered to be nerely descriptive thereof; rather, it is
sufficient if the termdescribes a significant attribute or idea
about them Mreover, whether a termis nerely descriptive is
determ ned not in the abstract but in relation to the goods or
services for which registration is sought, the context in which

it is being used or is intended to be used on or in connection
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wi th those goods or services and the possible significance that
the termwould have to the average purchaser of the goods or
servi ces because of the manner of such use. See In re Bright-
Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). Thus, "[w hether
consuners coul d guess what the product [or service] is from
consideration of the mark alone is not the test.” Inre
Anmerican Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).
Applicant maintains that the term "Desi gnQbjects” is
at nost suggestive rather than nerely descriptive of its goods
and services. Anmong other things, applicant insists that none
of excerpts retrieved by the Exam ning Attorney from her search
of the "LEXIS/NEXIS" database are relevant to or otherw se
support her contention that, as characterized by applicant, "the
word 'objects' is an independent program nodule witten in
obj ect-ori ented progranm ng | anguages and that 'design objects’
is a nane given to these independent program nodul es.”
According to applicant, the Exam ning Attorney erroneously "then
contends that Applicant is using its mark in connection with
[ both] software which contains pre-devel oped pre-defined program
nmodul es” and "conputer programm ng and design services
pertaining to the devel opnment use of [the sane] design objects
such that the term'describes a significant attribute of the

servi ces.



Ser. Nos. 75/188,281 and 75/ 188, 288

Applicant further asserts that its "search of
di ctionary and other technical resources to determ ne the
preval ence of usage of 'design objects'"” either "found no
entries for the phrase 'design objects'" or none which would be
pertinent to either applicant's goods or its services. Noting,
noreover, that "[t]he rule for determ ning whether a mark is
merely descriptive is that the termnust describe wth sone

particularity a quality or ingredient of the product or service"

(underlining in original), applicant submts that, due to the
"variety of different meanings" for the constituent words
"design" and "objects,"” the conposite term "DesignCbjects
cont ai ns not hing which describes with particularity any of the
features of" either its goods or its services. Lastly,
applicant insists that even if the individual words which
conprise the term "Desi gnCbjects” were to be consi dered
descriptive of its goods and services, it is nonethel ess well
settled that a conbination of descriptive elenents can result in
a conposite nmark which, as is the case in each instance herein,
is not nerely descriptive as a whole. Thus, rather than

infringe its mark, applicant urges that conpetitors "are
perfectly free to use any of the other commonly avail able terns
in the English | anguage that they wi sh to suggest to consuners

t hat conputer prograns, for exanple, can be used to 'design
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some plan or other structure, or that icons or the like that may
appear on a display screen are 'objects.'”

The Exam ning Attorney, on the other hand, maintains
that as shown by the evidence which she has nmade of record:

"bj ects" are independent program
nodul es witten in object-oriented
progranm ng | anguages. They are software
conmponent s designed to work together at
runtime. See http://ww.techweb.com
"Design objects” are, in effect, software
bui | di ng bl ocks used by conputer software
programers and desi gners.

The Exam ning Attorney, in light thereof, insists that the
foll owi ng excerpts in particular, taken fromher search of the

"LEXI S/ NEXI S" dat abase, "denonstrate descriptive use of 'design

obj ects as a term"used to descri be software conponents used

i n conputer programm ng and design of conputer prograns”

(enphasi s added):

"It al so enabl es cycle-accurate
simul ati on and enpl oys obj ect-oriented
programm ng to reuse design objects." --
El ectroni c Design, Cctober 4, 1999 (article
headlined in part: "Looking For A Way To
Make Hardware Design Easier Using C++");

"These functions, known as access or
ACC/ acc routines, focused PLI attention to
cover a variety of design objects while
keeping the user interface as sinple as
possi bl e" -- El ectronic Design News,
Sept enber 2, 1999 (article headlined: "A
Veril og programm ng-| anguage-i nterface
primer; If you design in Verilog, using the
HDL' s programm ng-| anguage-interface is
val uabl e for invoking a C function from
Verilog. This article provides the
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i nformation you need to start witing usefu
PLI routines");

"Nam ng Standards: Users can enforce
nam ng standards for all design objects with
t he Nam ng Standards Specification
Language. " -- PR Newswi re, March 23, 1999
(article headlined in part: "Sterling
Sof twar e Rel eases Powerful Software Sol ution
That Uni quely Conbi nes Data Mdel i ng and
Dat abase Design"); and

"Teans can track and correl ate defects
and design-application notes with revisions
and rel eases of design objects.” --

El ectroni ¢ Design, January 25, 1999 (article
headl ined: "Find Qut If |IC Data Managenent
I s Right For You").

In addition, the follow ng excerpt appears to be rel evant
(enphasi s added):

"[The] tool pronotes a nmanaged process
of releasing designs for interimstorage,
and archiving rel eased products for
saf ekeeping . He said the rel ease process
seeks to create a read-only, self-contained
desi gn object conprising all CAD and library
data referenced by the design, such as
schemati c synbol s and geonetries" --

El ectroni ¢ Engi neering Tines, Septenber 5,
1999 (article headlined: "Product
devel opnment tools roll™).

The Exam ning Attorney further points out that
applicant's advertising brochure, which is of record in each of

its applications, states anong other things that:

SI CAN s Desi gnObj ect sO gi ve design
teans a new alternative. Now it is possible
to buy pre-devel oped, pre-defined soft cores
to quickly integrate standards-based
functionality required in a design.
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The Exami ning Attorney al so observes that, in the case of the
speci mens of use for applicant's trademark application, the
| anguage " STANDARD DESI GN OBJECTS" appears directly beneath the
term "DESI GN OBJECTS," with such wording being used in
connection with what is stated to be a "MPEG AUDI O DECCDI NG
ENG NE." According to the Exam ning Attorney, "[t]his is
addi ti onal evidence that the software, in fact, enbodies 'design
objects.""

In view of the above, the Exam ning Attorney maintains

t hat because applicant's pre-devel oped, pre-defined soft
cores' are 'design objects,” the term"DesignObjects” is
therefore merely descriptive of applicant's goods. Moreover,

because applicant's "design services involve the use of design

objects,” the term "Desi gnCbjects" therefore nerely describes "a
significant attribute of the services." The Exam ning Attorney
al so contends that, inasnmuch as "design objects" has been shown
to have "a specific neaning in the conputer field," the fact
that the individual words "design" and "objects" in the abstract
"may have ot her shades of neaning is irrelevant."”

Wth respect to applicant's renmai ning contentions, the
Exam ning Attorney properly notes that the assertion by
applicant that the "LEXIS/NEXIS" articles constitute infringing

uses, and hence are w thout probative value, because "its use

predates the use of the articles ... is equally irrelevant."” As
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the Exami ning Attorney, citing In re National Shooting Sports
Foundation, Inc., 219 USPQ 1081, 1020 (TTAB 1983), correctly
points out, the fact that applicant may be the first user of a
merely descriptive termdoes not entitle it to registration
thereof if the termprojects only a nerely descriptive
significance. The Exam ning Attorney, citing In re Gould Paper
Corp., 834 F.2d 1017, 5 USPQed 1110, 1112 (Fed. Cir. 1987), is
al so correct in asserting that "[t]he fact that a termis not
found in the dictionary is not controlling on the question of
registrability.” See, e.g., Inre Oleans Wnes, Ltd., 196 USPQ
516, 517 (TTAB 1977).

Before turning to a discussion of the nmerits of the
i ssue of nere descriptiveness, we note fromthe " COVPANY
PROFI LE" set forth in applicant's advertising brochure that
"SICAN ... is a mcroelectronics design and technol ogy |icensing
conpany specializing in comunications, mnmultinedia and
net wor ki ng applications" so as "to neet the rapidly changing
desi gn needs of its custonmers”; that "SI CAN began as an ASIC
desi gn house"; that "SI CAN now focuses its design projects
around the integration of its reusable core technology into
custoner-specific solutions to inprove the quality of their
designs as well as reduce their tinme to market"; and that
applicant's "mssion is to provide ... |eading edge design

solutions ...."
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In particular, under the heading "SOFT CORES FOR

SYSTEMS ON SI LI CON," applicant's brochure states with respect to
the topic of "WHY USE DESI GNOBJECTSO" that:

Purchasing ... technol ogy as soft cores
gi ves the design teamthe freedomto

optim ze the functionality that will set
their design apart fromits conpetition

Desi gnbj ect sO from SI CAN enconpass a
broad spectrum of technol ogi es, including
vi deo and audi o codi ng techni ques, and
br oadband nodem technologies. .... A
detailed Iist and description of the
Desi gnCbj ect sO can be obtained from SI CAN s
website.

Desi gnCbj ectsO are not targeted to a
speci fic technol ogy, foundry or EDA tool.
By mai ntaining core "softness", the power,
si ze and performance can be optim zed by the
design team for the technol ogy, foundry or
tool of their choice.

Desi gnQbj ect sO are delivered as an all-
i ncl usi ve assenbly of RTL source code,
design specifications ... and application
support. Sone DesignObjectsO al so include
reference designs, application notes and
behavi oral nodels. By providing the nost
conpr ehensi ve docunent ati on support
available ..., SICAN realizes the know edge
transfer design teans need to successfully
i npl ement the cores.

Applicant's brochure also indicates that: "Licensing
Desi gnbj ect sO give the Design Teamthe Freedomto Optinize the
Functionality that will set the Design Apart fromits

conpetition.”

10
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In addition, by way of further pertinent background,

we judicially notice that Webster's New Wrld Dictionary of

Conputer Terns (7th ed. 1999) at 372 defines "object" as

meani ng, "[i]n object-oriented programm ng, (OOP), a self-
cont ai ned program nodul e that contains the data as well as the
procedures needed to nake the data useful. By follow ng
established rules for communicating with the object, other

progranms can nmake use of it. Li kewi se, The Conputer {d ossary

(9th ed. 2001) at 273 defines "object” as signifying "[a] self-
cont ai ned nodul e of data and its associ ated processing. bjects
are the software building bl ocks of object technology." The
sanme dictionary, at 273, also lists "object-oriented design" as
"[t]ransform ng an object-oriented nodel into the specifications
required to create the systeni; and, at 274, sets forth "object
technol ogy" as "[t] he use of objects as the building bl ocks for
applications. Objects are independent program nodules witten
in object-oriented programm ng | anguages. Just as hardware
conmponents are routinely designed as nodules to plug into and
work with each other, objects are software conmponents desi gnhed
to work together at runtine wthout any prior |inking."

In the sane vein, the excerpt made of record by the

Exam ning Attorney fromthe on-line reference TechEncycl opedi a

di scusses "object technology” in relevant part as:

11
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The use of objects as the buil ding
bl ocks for applications. bjects are
i ndependent program nodules witten in
obj ect-ori ented programm ng | anguages. Just
as hardware conponents are routinely
desi gned as nodules to plug into and work
wi th each other, objects are software
conmponent s designed to work together at
runtime without any prior |inking or
preconpil ation as a group.

The ultimate goal of objects is that it
shoul d not matter which source | anguage they
were progranmed in or which conputer on the
network they are running in. They are
designed to interoperate strictly through
t he nmessages passed between them

bj ects as building blocks are an
evol utionary architecture, being a nore
formal i zed approach to nodul ar progranmm ng,
whi ch has been around for years. Wat is
revol uti onary about objects is that they
provi de a new way of nodeling applications,
and this is expected to have a significant
i mpact on application devel opnment. Wth
obj ects, a system can be designed as
fam |liar business functions, and the design
can be carried all the way down to the
programm ng | evel.

Upon careful consideration of all of the above
evi dence and argunents, we agree with the Exam ning Attorney
that, when used in connection with applicant's goods and
services, the term "DesignCbjects” inmediately descri bes,
Wi t hout conjecture or specul ation, both significant informtion
concerni ng the purpose, function or use of applicant's goods,
nanely, that they are objects, in the sense that such word is

utilized in object-oriented progranm ng, which are used in the

12
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design of software applications, and a significant attribute of
applicant's services, which involve the design of such design
objects. Plainly, when viewed in the context of applicant's
goods and services, rather than in the abstract as applicant
essentially urges, there is nothing in the term "Desi gnObjects”
whi ch, to the software engi neers, conputer programers and ot her
menbers of application design teans who woul d purchase and/ or
utilize such goods and services, would be anbi guous, incongruous
or otherwi se require the need for the exercise of any
i magi nation, cogitation or nental processing or the gathering of
further information in order to readily perceive the nerely
descriptive significance of the term

Specifically, applicant's conmputer prograns for the
recordi ng, processing, transm ssion or reproduction of sound or
i mges; its data processing equi pnent, nanely, audi o decoders;
its sem conductors; its data processing conputer programs; and
its conputer programlibrary nodul es for digital signal
processing, digital inage processing and broad band
communi cation are all design objects in that they are objects,
in the technical sense of software building bl ocks or nodul ar
program conponents which are utilized in whatever application
design is being devel oped or nodel ed. Wether such goods, as
referred to on the specinmens in applicant’'s trademark

application, are regarded as "STANDARD DESI GN OBJECTS' or are

13
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custom zed or specialized design objects produced by applicant's
conput er software design services, its nodular prograns are
products which have the functionality of being able to interface
or operate with other such goods so as to create a new software
application design. Applicant's goods, in short, are objects,
namel y, self-contained, pre-devel oped and pre-defined program
nodul es which are used by its custoners as design building

bl ocks for software applications and, thus, are nmerely descri bed
by the term "DesignQbjects.” Such termlikew se nerely
describes a significant aspect of applicant's "conputer software
design services, nanely designing conmputer programlibrary

nodul es; [and] design of electronic devices for use in
conjunction with conputer programlibrary nodules,” since it
forthwith conveys infornmation as to the nature of the products

t he services produce. See, e.g., Inre Wckerware, Inc., 227
USPQ 970, 971 (TTAB 1985) ["W CKERWARE' for "nmail order and

di stributorship services in the field of wicker furniture and
accessori es" designates "a central characteristic of appellant's
services" and thus is not registrable].

Turning now to the refusal on the ground that, in the
case of applicant's service mark application, the specinens are
unaccept abl e because they do not show use of the term
"Desi gnCbj ects” as a service mark for the recited services,

applicant notes that the second page of the advertising

14
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brochures which it furnished as specinens specifically
references the follow ng as "Design Services": "H gh Conplexity
Hi gh Speed Digital Design"; "M xed Signal Design"; "A/D and D A
Converters and Filters"; "Smart Power Design"; and "H gh Speed
Di gital Comruni cations Design."” In view thereof, applicant
contends that the specinmens evidence service mark usage of the
term "Desi gnQbjects” in connection with the services recited in
t he subj ect application, notw thstanding the fact that such
speci nens admttedly also "refer to 'soft cores' for use by a
consuner . "

We concur with the Exam ning Attorney, however, that
whil e the specinmens of record indicate that applicant is
provi di ng various design services, the term "Desi gnObjects" is
not used as a mark to identify such services. |In particular,

t he advertising brochures, which on the first page thereof are
entitled "DESI GNOBJECTSO at SICAN' and solely refer to "SOFT
CORES FOR SYSTEMS ON SILICON," utilize the term "DesignCbjects”
to identify applicant's goods, which are the software conponents
whi ch can be purchased by its custoners' design teans or
licensed for use in their design projects. The specific
reference to applicant's "Design Services" and the |ist of such
services on page 2 of the brochures appear as part of
applicant's "COWANY PROFILE" and are prefaced, under the

headi ng "TECHNOLOGY LI NE-UP," by the | anguage "[a]s a natura

15
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expansion of its experience with integrated circuits and systens
design, SICAN offers independently devel oped core technol ogy and
know- how in the follow ng technology fields:"; there is,

however, no reference or other association of the term

"Desi gnCbj ects” with such services. Instead, the term

"Desi gnCbj ects” is discussed only on page 3 of the brochures,
whi ch i ke page one thereof contains the heading "SOFT CORES FOR
SYSTEMS ON SILICON." Plainly, as used in applicant's brochures,
the term "Desi gnQbjects" refers to applicant's goods, the
various types of which are set forth on pages four through
seven, and not to any of applicant's services. Accordingly,
such specinens fail to evidence service mark use of the term
"DesignCbjects.” See, e.g., In re Wil ker Research, Inc., 228
USPQ 691, 692 (TTAB 1986) [specinens failed to evidence service
mar k use since, while such reflected that applicant was
rendering the services which were recited in the application,
the mark "SegMentor" as used in the specinens identified and

di stingui shed the software or conmputer programused in the
performance of the services and not the services thensel ves];
and In re Information Builders Inc., 213 USPQ 593 (TTAB 1982)

[ specinens failed to evidence service mark use of mark "FI DEL"

i nasnmuch as denonstrated use thereof only to refer to a conputer

prograni.

16
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Deci sion: The refusals under Section 2(e)(1) and

under Sections 1(a)(1l) and 45 are affirned.
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